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P °:ThOR™ STATUTORY PERIOD FOR REPLY ,S SET TO EXPIRE JO^ MONTH(S) FROM 
THF MAILING DATE OF THIS COMMUNICATION. 
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™ , rep i v t« t.mely filed after SIX 16) MONTHS from the 



. ^ n ... , fe a , jnde r thfl prov.s-ons of 37 CFR 1 3b (ai in no ev.nl, how 
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Status 

1) Responsive to communication(s) filed on _ — ____ 

T1 . ■„ cimai 2b) X This action is non-final. 

2a) This action is FINAL. *u'A 

„ < im ,h, s aoplicanon Is ,n condition .0, anoyance except .or ,0,™, matters Potion as ,o ,„e ™„ t s 

closed in accordance with the practice under Ex parte Quayte , .93o.u. .,,4_~ 
Disposition of Claims pendjng in the applicat!0n 

4) X Claim(s) V 22 " 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



accepted or b)_: objected to by the Examiner, 



4a) Of the above, claim(s) 

5) □ Claim(s) ■ 

6) Claim(s) — 

7) □ Claim(s) . . 

8) )C Claims ]_22___ — ■ 
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9) The specification is objected to by the Examiner. 

10) Thedraw.ngisM.ledon _ _ is/are a) pfr i 85(a) 

APP |, C „ ™, „o, r W „ „, m « » ™~ZZIZ^« » « — 

1 1 ] " The proposed drawing correction filed on . 

,f approved, corrected drawings are required in reply to this Office action. 

12) ~ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §& 119 and 120 

-\ , . . _ ,-ort ; ~ -nadp a ^laim "for foreign priority under 35 U.S.C s 
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a) AH b)l . Some* c) None of : 

1 certified copies of the prionty documents have been received. 

2 Certified cop.es of the priority documents have been received in A ^ at ^ ^ 

3. 



Copies of the certified copies of the pr,onty document, L been rece.ved in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
See the attachcTdetailed Off.ce action for a list of the certified copies ^received. 



14) Acknowledgement is made of a claim for domestic prionty under 35 U.b.u s i .9ie,. 
a) . The translation of the foreign language provisional application has been received. 

15) Acknowledgement is made of a claim for domestic pr,or,ty under 35 U.S.C, ss 120 andor 
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DETAILED ACTION 

1. Claims 1-22 are pending. 

Election/Restriction 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I Claims 1 -9, drawn to polypeptides comprising a CE A binding loop, said 

polypeptides having the ability to bind CEA, classified in class 530, subclass 300. 

II. Claims 10-19. drawn to methods of detecting CEA in a subject and methods of 

treating a CEA associated disease, both methods comprising the administration of 
polypeptides comprising a CEA binding loop, classified in class 514, subclass 2 
class 424, subclasses 1 .69 and 9.4 and class 436, subclass 64. 

HI. Claims 20-22, drawn to a recombinant bacteriophage expressing the DNA 

encoding polypeptides comprising a CEA binding loop, classified in class 435, 
subclass 320.1. 

3. The inventions are distinct, each from the other because of the following reasons: 

Inventions of Groups I and III are structurally and functionally different products which 
are made by different methods and have different uses. The examination of all groups would 
require different searches in the U.S. Patent Shoes and the scientific literature and would require 
the consideration of different patentability issues. 

Inventions I and II are related as product and process of use. The inventions can be 
show n to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case the product of Group 1 can be used in a method of raising an 
antibody in an experimental animal. 
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Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification and recognized divergent 
subject matter and because the searches required for the groups are not co-extensive, restriction 
for examination purposes as indicated is proper. 

4. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1 .48(b) and by the 
lee required under 37 CFR 1.1 7(i). 

6. This application contains claims directed to the following patentably distinct species of the 
claimed invention: SEQ ID NO:4-9 and SEQ ID NO:37-107. 

Applicant is required under 35 U.S.C. 121 to elect a single SEQ ID NO from SEQ ID 
NO:4-9 or SEQ ID NO:37-107 for prosecution on the merits to which the claims shall be 
restricted if no generic claim is finally held to be allowable. Currently, claims 1-22 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant w ith this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that all claims 
are generic is considered nonresponsive unless accompanied by an election. 

Upon the allow ance of a generic claim, applicant will be entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations 
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of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPHP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Karen Canella whose telephone number is (703) 308-8362. The examiner 
can normally be reached on Monday through Friday from 8:30 am to 6:00 pm. A message may 
be left on the examiner's voice mail service. If attempts to reach the examiner by telephone are 
unsuccessful the examiner's supervisor, Anthony Caputa, can be reached on (703) 308-3995. 
Any inquiry of a general nature or relating to the status of this application or proceeding should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 



Karen A. Canella, Ph.D. 
Patent Examiner. Group 1642 
April 9. 2003 



